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Do  you  be lieve  in  mag ic?
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Copyright is the right of an author 
of a creative work to prevent others 
from copying that work. Creative 
works include computer code, bro-
chures, manuals, web pages, books, 
songs, movies, etc. 

Copyright is automatic. 
R egistration is not req uired. 
M arking something as copyright 
is not req uired. 

It is recommended; however, to 
mark works with ©, for example, 
“© D avid Canton 2003. All rights 
reserved”. This creates an intimida-
tion factor to help prevent copy-
ing. F or items that may be on the 
Internet, it helps counter the myth 
that if it is on the N et it is available 
for any and all uses. 

Copyright is a valuable tool to 
protect a business’ interest in its 
creative works and products. It can 
also be a trap for the unwary. 

The same controversial copyright 
issues surrounding fi le-sharing ser-
vices like N apster and G rokster, 
which have the recording and 
movie industry so incensed, apply 
to other creative works as well. 

Caution should be used, for 
example, when incorporating 
images or video within a website, 
brochure, or product. S o-called 
“royalty free” images found on the 
Internet or on CD ’s may be free 

for personal purposes, but not for 
commercial use. S ometimes images 
are licensed for use on a print bro-
chure but not on the Internet, for 
use on a time-limited basis or on a 
geographic basis. 

Care should be taken to ensure 
that such material is properly 
used. I f others are creating mate-
rial for you, obtain assurances that 
they have acq uired all appropri-
ate rights to the material for the
intended use. A business does not 
need the embarrassment, cost, 
or time req uired to deal with the 
implications of using other people’s 
work improperly. 

B usinesses often overlook the 
need to document ownership and 
rights to its technology and creative 
works. In general, if an employee 
creates something the employer 
owns it. In today’s world, materials 
are often created by independent 
contractors, or by the sharing of 
resources with other companies. 
The ownership and assignment 
of copyright in these materials 
should be documented at the time 
they are created. B adly done, it can 
ruin deals, lose fi nancing, and cost 
money. 

Imagine the diffi culty of proving 
to a lender or a potential purchaser 
of your business that you actually 
own your core technology, when 

various people who may or may 
not have been employees created 
it. F urther, imagine the diffi culty 
of getting those individuals or 
companies to execute assignments 
or acknowledgements after the 
fact, when they are either nowhere 
to be found or not motivated 
to co-operate.
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A moral right is the right of the 
author of a work to be identifi ed as 
the author. It is also to ensure the 
author’s reputation is not dimin-
ished by the use of the work. While 
copyright can be assigned, moral 
rights can only be waived. M oral 
right waivers should be included as 
a matter of course in all agreements 
with any person providing any cre-
ative work, whether it be images, 
text, or computer code. 
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Trademarks originated in marks 
put on ancient pottery to identify 
the artisan. They are used to indi-
cate both the source and q uality 
of the merchandise. Consider the 
image that comes to mind when 
seeing well-known trademarks 
such as Tim H orton’s, Thermos, 
or Jaguar.

S ome trademark protection is 
available as common law with-
out registration. G reater protec-
tion is obtained by registering 
a trademark. R egistration is 
obtained by country, so if a busi-
ness’ market includes the U nited 
S tates, trademark protection 
should be obtained there as well. 
International treaties now make it 
easier to obtain trademark regis-
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tration in the United States if a 
trademark  application has already 
been made in Canada. 

B usinesses should register a 
trademark  to protect branding 
if they are planning to use that 
trademark  for more than two 
years, investing signifi cant effort 
and money in mark eting or adver-
tising, or attempting to increase 
credibility or mark et image that a 
registered mark  attracts. 

I f a business wishes to adopt, 
and possibly register a new 
trademark , it is important to 
seek  advice before investing in 
mark eting. 

O ne does not want to discover 
after using a trademark  that it 
may not be used or registered 
due to prior use by another party, 
or because it is descriptive of the 
character or q uality of the wares 
or services.

M ost people think  of weak  
mark s fi rst. A  weak  mark  may 
be descriptive of the product, 
and does not distinguish it from 
others. In addition to not being 
“ registerable” , such mark s are not 
effective for the very purpose for 
which they are created—to iden-
tify the source or q uality of the 
merchandise. 

F or ex ample, one could not 
trademark  “ Cold Ice Cream”  or 
“ L ondon L egal Services” .

P utting “ TM ”  beside a mark  
can claim a common law trade-
mark . W hile the symbol “ ® ”  can 
only be used for a registered trade-
mark , “ TM ”  can be used to iden-
tify a registered mark , a mark  that 
has been applied for, or a common 
law mark .
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A  patent is the ex clusive right to 
mak e or sell an invention. P atents 
apply to a new and useful art, 
process, machine, manufacture, or 
composition of matter. It must be 
novel, non-obvious, and have some 
real world value. 

The United States is much more 
liberal than Canada in the avail-
ability of patents for things such as 
business methods and software.

I f a business’ mark et is based 
largely in the United States, it may 
be worthwhile to obtain a patent in 
the United States, even if it is not 
available in Canada. 

O nce the subject of the patent 
is disclosed to the public, it is not 
possible to obtain patent protec-
tion. In Canada and the US there 
is a one-year grace period which is 
not the case in other countries. 

D isclosure includes a demon-
stration, a trade show, a published 
thesis, or mark eting material. A ll 
too often a business decides it may 
have created something patentable, 
but discovers 
when discuss-
ing the creation 
with a patent 
lawyer that it 
is impossible 
to obtain the 
patent due to 
prior disclosure. 

I f a business 
believes that 
something may 
be worthwhile 
patenting; dis-
cussing it early, 
before publica-
tion, with a 

patent agent to determine whether 
it is indeed patentable and what 
options are available, is the best 
way to start.
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The digital economy req uires 
that businesses consider intel-
lectual property issues more than 
ever—whether for the protection of 
creations, or to avoid the improper 
use of intangible assets owned by 
others. Intellectual property issues 
can be complicated and often 
controversial as new technologies 
challenge business models and the 
ability of laws to deal with them. 
R ecogniz ing when intellectual 
property issues arise, and obtain-
ing proactive legal advice will go 
a long way to mak ing a SM E s 
life easier. !
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